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REMARKS/ ARGUMENTS 

Claims 7, 9 and 13, 15 and 16 are pending and have been rejected. 
Claim 7 has been amended to clarify the claim only with no change in scope intended. 



THE §112 WRITTEN DESCRIPTION REJECTION 

Claims 15 and 16 have been rejected under 35 U.S.C. §112 first 
paragraph for failing to comply with the written description requirement. 

The Office Action states: 

^5 "There is not basis, in the originally filed 

specification, for the newly recited 'non-self 
emulsifying prepolymer' regarding the polyurethane 
of the instant claims 15-16. This negative 
limitation, which effectively excludes self 
emulsifying prepolymers, is not supported per Ex 
parte Graselli, 231 USPQ 393-395. It is noted 
further that the described invention encompasses the 
use of polyether based polyurethane prepolymers 
which would in fact be self emulsifiable further 
showing that the instant invention did not intend to 
exclude self emulsifiable polyurethanes." 

Applicants respectfully disagree for the following reasons. The Office 
Action contends, by citing Graselli, that the introduction of non-emulsifying is a 
negative limitation that does not satisfy the §1 12, first paragraph written description 
requirement. However, in Graselli, the issue was the introduction of "in the absence" 
of a particular element into the claims directed to a catalyst. The reasoning of the 
Board that this was not supported by the written description was that it "implies the 
permissible inclusion of all other elements not so expressly excluded. This clearly 
illustrates that such negative limitations do, in fact, introduce new concepts." Graselli 
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at 393. In other words, it is not any negative limitation per se that fails to meet the 
written description, but that it implies that all the other elements are permissively 
included in the catalyst, which was not supported by the specification's written 
description. 

In contrast, Applicants describe at page 8, lines 16 and 17, " If the 
prepolymer is self-emulsifying by inclusion of emulsifying non-ionic, cationic, or 
anionic groups, then an external surfactant may or may not be necessary." Thus, it is 
clear that the present application contemplates both self emulsifying polyurethane 
prepolymers with and without an external surfactant and not self emulsifying (non-self 
emulsifying) prepolymers with an external surfactant, which describes the entire genus 
of polyurethane prepolymers (i.e., those that are self emulsifying and those that are 
not). In other words, the limitation to "non-self emulsifying prepolymer," in claim 15 
is in no way akin to the situation of Graselli, but is a positive recitation of the required 
subgenus prepolymer (non-self emulfyingj. This is more similar to the situation in 
MPEP 2163.05 (H) (citing Ex parte Sorenson 3 USPQ2d 1462 (Bd. Pat. App. & Inter. 
1987)) where a subgenus claim, not literally described, of a genus was deemed to meet 
the written description requirement merely because a species of the subgenus was 
disclosed. For this reason claims 15 and 16 meet the written description requirement 
and Applicants respectfully, request withdrawal of this rejection. 

In support of the §1 12 written description rejection, the Office Action 
contends "that the described invention encompasses the use of polyether based 
polyurethane prepolymers which would in fact be self emulsifiable further showing 
that the instant invention did not intend to exclude self emulsifiable polyurethanes." 
Applicants point out, the requirement for a §112 written description rejection is not 
based on the intent of an applicant upon filing, but whether a person skilled in the art 
would recognize "in an applicant's disclosure a description of the invention defined 
by the claims." (MPEP 2163.04) If the requirement was merely the intent of an 
applicant, any narrowing claim not contained literally would meet the Office Action's 
interpretation of the written description requirement That is, it would never be an 
applicant's intent, at the time of filing, to have a patent, issue with a narrower claim. 
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Consequently, whether there was any intent to exclude self-emulsifiable prepolymers 
is irrelevant to the written requirement rejection. 

Nevertheless, Applicants will treat this as an argument by the Office 
Action to support the contention that one of ordinary skill in the art would not 
recognize in the disclosure a description of the invention defined by claims 15 and 16. 
To reiterate, it is clear that self emulsifiable and non-self emulsifiable prepolymers are 
contemplated and readily recognized as described above. However, even if one 
ignores this, the Office Action's contention that polyether based polyurethane 
prepolymers are self emulsifiable is erroneous and Applicants do in fact describe 
species of non-emulsifiable polyurethane prepolymers. 

Dispersions of polyurethanes that are self emulsifiable require 
chemically incorporated hydrophilic centers of the otherwise hydrophobic elastomers, 
(col. 1, lines 13-16 and col. 2, lines 34-36 of Noll et al. U.S. Pat. No. 4,092,286). For 
the polyurethane to be ernuslifiable "either ionic ... or lateral or terminal hydrophilic 
ethylene oxide units are chemically incorporated into the polyurethane-urea." {col. 9, 
lines 62-65 of Markusch et al. U.S. Pat. No. 4,879,322 and also see Noll, col. 1, lines 
38-42 and Coogan et al. U.S. Pat. No. 4,992,507, col. 1, lines 22-25 and 58-68). 

Example 1 of the present invention used a prepolymer of 
polypropylene oxide) polyol and a 50:50 mixture of 4,4- 
diisocyanatodiphenylmethane and 2,4'- diisocyanatodiphenylmethane. The 
prepolymer was chain extended with piperizine. That is, Example 1, used a polyether 
polyol with only hydrophobic propylene oxide units and no hydrophilic ethylene oxide 
units and, as such, one of ordinary skill would recognize immediately that this 
polyurethane is not self emulsifiable and is a species of the sub-genus of non-self 
emulsifiable prepolymers required in claim 15. Example 1 coupled with the 
discussion above leaves no doubt that Applicants describe the subgenus of non-self 
emulsifying polyurethanes as per previously cited MPEP 2163.05 (II) and as such one 
of ordinary skill in the art would immediately recognize that Applicants were in 
possession of the invention as defined in claims 15 and 16. Consequently, Applicants 
respectfully request withdrawal of the §1 12 written description rejection. 
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THE $102/103 REJECTIONS 
Rejections Relying on Noll and Noll in view of Blake 

Claims 7, 9 and 13 have been rejected under 35 U.S.C.§ 102(b) as 
being anticipated by U.S. Pat No. 4,092,286 Noll et al (Noll). Claims 7, 9 and 13 
have been rejected under 35 U.S.C. §103 as being obvious over Noll in view of U.S. 
Pat. No. 4,507,426 Blake. 

The Office Action's essential argument for both the § 102(b) and §103 
rejections is that "{t]he hydrophilic stabilizing groups within the polyurethanes of Noll 
are not excluded by the instant claims which do not recite much about the 
polyurethane per se." Claim 7 has now been amended to positively recite that "the 
latex is solely stabilized by a surfactant consisting of an external surfactant." 
(emphasis added). From this, it is clear that the self-emu Isifying polyurethane 
dispersions of Noll are excluded and as such claims 7, 9 and 13 are novel. Likewise, 
Noll, regardless of what Blake describes (i.e., emulsifiers), fails to suggest or give any 
expectation of success to make the claim 7 compositions solely stabilized with an 
external anionic surfactant. Further, it was well known at the time that externally 
stabilized systems suffered from the disadvantage of larger particle size "such that the 
lattices may undergo irreversible sedimentation in storage." (col. 1, lines 18-20 of 
Noll U.S. Pat. No. 3,905,929, which has the same assignee and inventor as Noll 
herein). Thus, as amended, claim 7 and claims dependent therefrom are novel and 
non-obvious over Noll or Noll in view of Blake. 

Rejections Relying on Duan 

Claims 7, 13, 15 and 16 have been rejected under 35 U.S.C. §102(e) as 
being anticipated by U.S. Pat. No. 5,900,457 Duan et al. (Duan). Claims 15 and 16 
have been rejected under 35 U.S.C. § 102(b) as being anticipated by Duan. Claims 7, 
13, 15 and 16 have been rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Duan. 

The essential argument of the Office Action is that "Duan discloses the 
instantly claimed compositions at column 2, lines 28-62; column 3, lines 13-67, 
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column 4, lines 1-67, particularly lines 1 [sic], which shows self emulsifying moieties 
to not be required, 19-20 and 43-49; column 5, lines 1-67, particularly 1,6 22-26 and 
52-67." Applicants respectfully disagree and respond as follows. 

In the cites to column 2 and 3, Duan describes generic laundry lists that 
are useful to make polyurethanes and the use of a particular isocyanate (e.g., 
norbornane diisocyanate). In columns 2 and 3, however, no mention of any external 
or internal surfactant is made. At the particular cite, column 3, lines 56-67, a laundry 
list of polyols is given, with no distinction as to whether they contain hydrophilic 
centers to make self-emulsifiable polyurethanes, except that the two cites to particular 
polyols, U.S. Pat. No. 5,610,232 and 4,046,729, are specifically directed to polyols 
that create self-emulsifiable polyurethane prepolymers. 

The Office Action, to bolster the contention that Duan describes and 
uses dispersions that are not self-emulsifiable, then cites Duan, at col 4, lines 1-4, 
"[i]f desired, dihydroxyl alkanoic acids may be used in die preparation of the 
dispersions described in the present invention." Since, Duaii already in the previous 
cite in column 3, describes other polyols containing hydrophilic centers for making 
self-emulsifiable polyurethane prepolymers, this cite just reinforces that Duan 
contemplates the use of the most common ionic hydrophilic centers when making his 
polyurethane dispersion (e.g., 2,2-dimethylolpropanoic acid, also referred to as 
dimethylol propionic acid and DMPA, see attached). Thus, Duan to this point, has 
only described self emulsifiable polyurethane prepolymers. 

. Most telling as to what Duan actually teaches is that when describing 
making the dispersion (col. 4, lines 43-67), Duan is utterly silent about using an 
external surfactant to make the dispersion. Further, in the veiy next paragraph as cited 
by the Office Action, Duan states, [i]f desired, external emulsifying agents which are 
free of active hydrogen atoms can be used to enhance the isocyanate-terminated 
polyurethane prepolymer water dispersability or film forming characteristics." (col. 5, 
lines 1-4, emphasis added). As to the "dispensability", Duan states, "surfactants can 
be used to enhance the prepolymers* dispersablity in water." (col. 5, lines 6 and 7, 
emphasis added). Since enhance means "improve, intensify, increase," the use of an 
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external surfactant is not necessary to create the polyurethane dispersion (i.e., the 
polyurethane dispersion is self-emulsifiable), but only improves the dispersability or 
emulsification. (See page 413, Webster's Ninth New Collegiate Dictionary, Merriam- 
Webster Inc., Springfield, MA, 1989, attached). Further, because Duan makes 
absolutely no distinction between the surfactant being added before or after the 
prepolymer is dispersed, it is clear that Duan only describes, suggests or teaches self- 
emulsfiable prepolymers. (col. 5, lines 8-10). This is no different than what Noll has 
taught, which is, self emulsified polyurethane dispersions may include external 
surfactants to improve some properties of a self-emulsifiable dispersion. 

Similarly, with regard to film formation, Duan states, "[additionally, 
surfactants can be used to enhance the final dispersion's film forming characteristics." 
(col. 5, lines, 12-13, emphasis added). That is, you can not enhance a dispersion's 
film forming if it is not a dispersion to begin with. In other words, Duan only 
describes external surfactants being used to improve some property of a self- 
emulsified polyurethane dispersion. Finally, Duan's examples only use prepolymers 
incorporating DMPA to make the dispersions without any addition of an external 
surfactant. Since Duan fails to describe or suggest anything but self-emulsifiable 
polyurethane dispersions, for the same reason claims 7, 9, 13, 15 and 16 are novel and 
non-obvious over Noll, they are novel and non-obvious over Duan. 
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Considering the foregoing reasons, Claims 7, 9, 13, 15 and 16 are 
patentable. Applicants, therefore, respectfully request withdrawal of all rejections and 
allowance of Claims 7, 9, 13, 15 and 16, 



Respectfu 
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Dimethytol Propionic Acid 
C 5 H 10 O 4 


:•-/.!•.• «. aniiydnrt- 


General Information: 
CAS: 


4767-03-7 UN number 




TSCA: 

EINECS: 

HSCode: 


Listed ADR Classification: 
2253063 Packaging group: 
2915.50.1000 




Specifications: 

Appearance: 

Content: 


White to Off White crystalline powder 

99.0% min. 

188-191 °C 

24.6 % min. 

0,15%. 

200 

0.3% max 


Ml «••.!« «ils 




Melting point: 
Hydroxyl content 
Water Insoluble: 
Colour APHA: 
Moisture (K.F): 




Packaging: 


25 KGbagsnett 




Applications: 

-Waterborne polyurethanes 
(PUD: polyurethane dispersion) 
-Waterborne polyesters 
-Waterborne epoxy resins 
-Coatings 
-Adhesives 
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laaer (the incident was engmyed in his memory) 2 a i : to 
mttters, or devices on for printing; also : to print from an 

*te . b r moTOENGRA«E — ert'gTflV-er n . 

•0601) 1 : the act or process of one that engraves J 
^ t is engraved: as a t an engraved printing surface J. 
rt -~ 3 : an impression from an engraved pnnting surface 
»s%63\ w [ME engronen. fr. AF engrosser, orob rr. ML 
g|tL m + ML groda large handwntmg.fr U fern, ofgroaur 
a : to copy or write in a large hand b : to prepare the 
^written or printed text of (an official document) 2 [ME 
^MF en gmi in large quantities] a : to purchase large 
*(as for ipeculationr b orcnoic : aMASS. CW.ect c : to 
if? the whole attention of :. occupy. complete^ideas that 
Petmnds of scholars far- generations) — en-gTOSS>cr n . 
Vgro-arj\ adj (1825) : takina up the attention complelely 

gfiemg absorbed or occupied : preoccupation 
**<V w (1 555) 1 : to flow over and enclose : overwhelm 
t aeas threatened to ~ the island) 2 i lo take in (food) 
fc " iRoSTrid enclosing — errgulf-ment \-n»nt\ « 

V%?0842V ^^suVround with or as if with a halo . 



enM-ffi!l698) t:«oengage(ap«on)forduty^ 
farces 2 a t to secure the support and aid of : employ In advancing 
enTterlt <- M the avaUabP resources) <~ the eommunrty mm 
experiment) b : to win over : attract (trying to ~ ^^FlZZ' 
SPvl T Til enroll oneself in the armed forces 2 : ^wMV^hgt, 
ily (as in a cause, drive, or crusade) — en-Us»»ee \-Jis-t«\ n — en.nn 

^^lte\Vrf) (1724) : of. relating to. or constituting .he part 
^TmiHtiry or navaljorce bdow commissioned ^or J^^oAe^s 

«a^Jo 2 n 4 L ; or w^Tmcl?; ^Z£^S o^l 

^^X^^o^Zn*. action, or spirit ,o : AN,. 

Tn E^K 0 osriLrTY. antipathy, antaoon.sm. animosity rancor. 
Sy^rSo ^ceD-seated dislike or ill will. ENMtTY suggests poSiUve 

showing ilsdf in attacks or aggression; t™™™*.?^?™^^ 
imply a natural or logical basisfor «nx> hatred, or dislike, A^i^THY 
. . ...ug^n'ng repugnance, a desire to avoid or reject, ^AMMMN 
luggcsling a dash of temperam ents leading readily lo hostility, ani - 

\a\abut \\kitten. F table further \a\ash \a\ace \S\coL emit 
ViuNoat \ch\cbin \e\ bet \e\ easy \g\go V\h»t \f\fce \j\job 
^\s«g\6\go \6\law \6i\boy \th\thin \ih\the \u\loot \u\fao: 
Xy\yet \ih\ vision \a. k. ce. fic. uc, E. 'Xsee Guide to Pronunciation 
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